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earned patent term adjustment. See 37 CFR 1.704(b).
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4 Claim(s) 1-5.8.9.12-17.19.23 and 50 is/are pending in the application.
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7)[J Claim(s) ____is/are objected to.
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Art Unit: 3693
DETAILED ACTION

Continued Examination Under 37 CFR 1.114
1. A request for continued examination under 37 CFR 1.114, including the fee set forth in
37 CFR 1.17(e), was filed in this application after final rejection. Since this application is
eligible for continued examination under 37 CFR 1.114, and the fee set forth in 37 CFR 1.17(e)
has been timely paid, the finality of the previous Office action has been withdrawn pursuant to

37 CFR 1.114. Applicant's submission filed on 10/29/2010 has been entered.
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Priority
2. Applicant’s claim for the benefit of a prior-filed application under 35 U.S.C. 119(e) or
under 35 U.S.C. 120, 121, or 365(c) is acknowledged. Applicant has not complied with one or
more conditions for receiving the benefit of an earlier filing date under 35 U.S.C. 120 as follows:
3. The later-filed application must be an application for a patent for an invention which is
also disclosed in the prior application (the parent or original nonprovisional application or
provisional application). The disclosure of the invention in the parent application and in the later-
filed application must be sufficient to comply with the requirements of the first paragraph of 35
U.S.C. 112. See Transco Products, Inc. v. Performance Contracting, Inc., 38 F.3d 551, 32
USPQ2d 1077 (Fed. Cir. 1994).
4, The disclosure of the prior-filed application, Application No. 10/313,748 fails to provide
adequate support or enablement in the manner provided by the first paragraph of 35 U.S.C. 112
for one or more claims of this application.
5. The prior-filed application discloses a method for creation of a new digital wallet. In
contrast, independent claims 1, 23, and 50 recite a method for converting an electronic wallet,
comprising converting a thin wallet account to a full wallet account by providing a one-time
challenge/response mechanism, wherein the full wallet account requires multiple authentication
levels and provides a different set of services for each authentication level. The prior application
fails to provide adequate support for the foregoing features. As such, the claims are not accorded

a priority date of 12/6/2002. The claims are instead accorded a priority date of 10/20/2003.
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Claim Rejections - 35 USC § 112

6. The following is a quotation of the second paragraph of 35 U.S.C. 112:

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the
subject matter which the applicant regards as his invention.

7. Claims 23 and 50 are rejected under 35 U.S.C. 112, second paragraph, as being
indefinite for failing to particularly point out and distinctly claim the subject matter which

applicant regards as the invention.

8. Regarding claim 23, claim element “program code means for” is a means (or step) plus
function limitation that invokes 35 U.S.C. 112, sixth paragraph. However, the written description
fails to disclose the corresponding structure, material, or acts for the claimed function. The
corresponding structure for a computer-implemented function must include the algorithm as well
as the general purpose computer or microprocessor. The written description of the specification
must at least disclose the algorithm that transforms the general purpose microprocessor to a
special purpose computer programmed to perform the disclosed algorithm that performs the
claimed function (see Aristocrat Technologies, Inc. v. International Game Technology, 521 F.3d
1328, 1333, 86 USPQ2d 1235, 1239-40 (Fed. Cir 2008).
0. Applicant is required to:

(a) Amend the claim so that the claim limitation will no longer be a means (or step) plus
function limitation under 35 U.S.C. 112, sixth paragraph; or

(b) Amend the written description of the specification such that it expressly recites what
structure, material, or acts perform the claimed function without introducing any new matter (35

U.S.C. 132(a)).
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If applicant is of the opinion that the written description of the specification already
implicitly or inherently discloses the corresponding structure, material, or acts so that one of
ordinary skill in the art would recognize what structure, material, or acts perform the claimed
function, applicant is required to clarify the record by either:

(a) Amending the written description of the specification such that it expressly recites the
corresponding structure, material, or acts for performing the claimed function and clearly links or
associates the structure, material, or acts to the claimed function, without introducing any new
matter (35 U.S.C. 132(a)); or

(b) Stating on the record what the corresponding structure, material, or acts, which are
implicitly or inherently set forth in the written description of the specification, perform the

claimed function. For more information, see 37 CFR 1.75(d) and MPEP §§ 608.01(0) and 2181.

10.  Regarding claim 50, claim element “computer code means for” is a means (or step) plus
function limitation that invokes 35 U.S.C. 112, sixth paragraph. However, the written description
fails to disclose the corresponding structure, material, or acts for the claimed function. The
corresponding structure for a computer-implemented function must include the algorithm as well
as the general purpose computer or microprocessor. The written description of the specification
must at least disclose the algorithm that transforms the general purpose microprocessor to a
special purpose computer programmed to perform the disclosed algorithm that performs the
claimed function (see Aristocrat Technologies, Inc. v. International Game Technology, 521 F.3d

1328, 1333, 86 USPQ2d 1235, 1239-40 (Fed. Cir 2008).
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11. Applicant is required to:

(a) Amend the claim so that the claim limitation will no longer be a means (or step) plus
function limitation under 35 U.S.C. 112, sixth paragraph; or

(b) Amend the written description of the specification such that it expressly recites what
structure, material, or acts perform the claimed function without introducing any new matter (35
U.S.C. 132(a)).

If applicant is of the opinion that the written description of the specification already
implicitly or inherently discloses the corresponding structure, material, or acts so that one of
ordinary skill in the art would recognize what structure, material, or acts perform the claimed
function, applicant is required to clarify the record by either:

(a) Amending the written description of the specification such that it expressly recites the
corresponding structure, material, or acts for performing the claimed function and clearly links or
associates the structure, material, or acts to the claimed function, without introducing any new
matter (35 U.S.C. 132(a)); or

(b) Stating on the record what the corresponding structure, material, or acts, which are
implicitly or inherently set forth in the written description of the specification, perform the

claimed function. For more information, see 37 CFR 1.75(d) and MPEP §§ 608.01(o) and 2181.
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Claim Rejections - 35 USC § 103
12. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all

obviousness rejections set forth in this Office action:

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are
such that the subject matter as a whole would have been obvious at the time the invention was made to a person
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the
manner in which the invention was made.

13. Claims 1-5, 8, 9, and 23 are rejected under 35 U.S.C. 103(a) as being unpatentable over
Paypal (“User Agreement for Paypal Service”, cited in prior Office Action) in view of Batson

(US PG-PUB 2002/0169874).

14. Regarding claims 1 and 23, Paypal discloses:

e providing, via a computing device, a thin wallet account providing a first set of service,
the first set of service requiring a single authentication level (see pg. 5, “Spending Limits
and Verification”; The unverified paypal account is a "thin wallet” because it has a
sending limit.);

e presenting, via a computing device, a thin wallet accountholder a one-time
challenge/response mechanism (see pg. 5, “Spending Limits and Verification; The
verification of two small deposits to a bank account is the one-time challenge/response
mechanism); and

e converting, via a computing device, the thin wallet account to a full wallet account (see
pg. 5, “Spending Limits and Verification”; The verification of two small deposits to a
bank account is the one-time challenge/response mechanism. The user’s sending limit is
lifted after an account is verified, resulting in a "full wallet”).

15. Paypal does not explicitly disclose wherein the full wallet account requires multiple
authentication levels and provides a different set of services for each authentication level.

16. Batson teaches an account requiring multiple authentication levels and providing a

different set of services for each authentication level (see abstract).
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17. It would have been obvious to one of ordinary skill in the art at the time of invention to
modify Paypal to include wherein the full wallet account requires multiple authentication levels
and provides a different set of services for each authentication level.

18. The modification would have merely been the application of a known technique to a
known method ready for improvement yielding predictable results. One of ordinary skill in the
art would have recognized that applying the known technique would have yielded predictable
results and resulted in an improved method. It would have been recognized that applying the
technique of Batson to the teachings of Paypal would have yielded predictable results because
the level of ordinary skill in the art demonstrated by the references applied shows the ability to

incorporate such multiple authentication levels into similar methods (see Batson at para. [0037]).

19. Regarding claim 2, Paypal discloses wherein the challenge/response mechanism requires
an accountholder to provide information known only to the thin wallet accountholder (ie. the

deposit amounts).

20. Regarding claim 3, Paypal discloses wherein the step of providing the thin wallet
account comprises either of the steps of: creating the thin wallet account when making an initial

purchase; and creating a record in a subscriber database.

21.  Regarding claim 4, Paypal discloses wherein subscribers include subscribers to any of:

an online service; and an ISP.
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22. Regarding claim 5, Paypal discloses wherein the step of presenting a challenge/response
mechanism comprises steps of: requesting, via a computing device, a service from within the thin
wallet account that is only available from within a full wallet account; and one time only,

prompting the thin wallet accountholder to provide the information known only to the thin wallet

accountholder (see pg. 5, “Spending Limits and Verification”).

23. Regarding claim 8, Batson teaches wherein the different set of services for each
authentication level comprise tasks requiring greater security than the level of security provided

by said single authentication level (see abstract).

24.  Regarding claim 9, Batson teaches wherein the additional tasks comprise any of: editing
the default account information; editing account preferences; making purchases that exceed a
predetermined purchase amount (see para. [0035]); and making purchases at sites that require

additional authentication beyond said single authentication level.
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25. Claim 12 is rejected under 35 U.S.C. 103(a) as being unpatentable over Paypal in view of

Batson, further in view of Partovi (US PATENT 6,807,574, cited in prior Office Action).

26.  Regarding claim 12, Paypal does not explicitly disclose wherein the information known
only to the thin wallet account holder comprises at least a portion of a credit card number stored
in the first account.

27.  Partovi teaches verifying an accountholder’s identity by requesting a portion of a saved
credit card number (see col. 4, lines 7-19).

28. It would have been obvious to one of ordinary skill in the art at the time of invention to
modify Paypal further with verifying an accountholder’s identity by requesting a portion of a
credit card number stored in the first account, as taught by Partovi.

29. The modification would have merely been the application of a known technique to a
known method ready for improvement yielding predictable results. One of ordinary skill in the
art would have recognized that applying the known technique would have yielded predictable
results and resulted in an improved method. It would have been recognized that applying the
technique of Partovi to the teachings of Paypal would have yielded predictable results because
the level of ordinary skill in the art demonstrated by the references applied shows the ability to

incorporate such verification features into similar methods.
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30. Claim 13 is rejected under 35 U.S.C. 103(a) as being unpatentable over Paypal in view of

Batson, further in view of Partovi, further in view of Templeton (US PG-PUB 2002/0004772)

31.  Regarding claim 13, Paypal does not explicitly disclose if the thin wallet accountholder
doesn’t clear the challenge, allowing a predetermined number of attempts to enter the
information known only to the thin wallet accountholder; and if the thin wallet accountholder
fails the predetermined number of attempts, allowing the thin wallet accountholder to provide a
new credit card number; and presenting a challenge based on the new credit card number.

32. Templeton teaches if a user fails a predetermined number of verification attempts,
allowing other different or additional verification (see para. [0006]).

33. It would have been obvious to one of ordinary skill in the art at the time of invention to
modify Paypal to include if the thin wallet accountholder doesn’t clear the challenge, allowing a
predetermined number of attempts to enter the information known only to the thin wallet
accountholder; and if the thin wallet accountholder fails the predetermined number of attempts,
allowing the thin wallet accountholder to provide a new credit card number; and presenting a
challenge based on the new credit card number.

34. The modification would have merely been the combination of known prior art elements
according to known methods yielding predictable results. One of ordinary skill in the art would
have recognized that combining the known prior art elements would have yielded predictable

results and resulted in an improved method.
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35. Claim 14 is rejected under 35 U.S.C. 103(a) as being unpatentable over Paypal in view of

Batson, further in view of Partovi, further in view of Honarvar (US PAT 7,231,657).

36.  Regarding claim 14, Paypal discloses configuring the challenge by an account provider,

wherein configuring the challenge includes: specifying information requested by the challenge

(Random Deposits).
37. Paypal does not explicitly disclose specifying a permissible number of response attempts.
38. Honarvar teaches specifying a permissible number of response attempts (see col. 19, line

55- col. 20, line 30).

39. It would have been obvious to one of ordinary skill in the art at the time of invention to
modify Paypal further to include specifying a permissible number of response attempts.

40. The modification would have merely been the combination of known prior art elements
according to known methods yielding predictable results. One of ordinary skill in the art would
have recognized that combining the known prior art elements would have yielded predictable

results and resulted in an improved method.
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41. Claims 15 and 16 are rejected under 35 U.S.C. 103(a) as being unpatentable over Paypal

in view of Batson, further in view of Weller (US PG-PUB 2002/0111919).

42.  Regarding claim 15, Paypal discloses creating a record in a full wallet account database.
Paypal does not explicitly disclose providing notice of a privacy policy; and consenting to the
privacy policy by the thin wallet account holder.

43. Weller teaches providing notice of a privacy policy by a service provider and consenting
to a privacy policy by a user upon registration for a new service (see para [0057]).

44. It would have been obvious to one of ordinary skill in the art at the time of invention to
modify Paypal to include providing notice of a privacy policy; and consenting to the privacy
policy by the thin wallet account holder.

45. The modification would have merely been the combination of known prior art elements
according to known methods yielding predictable results. One of ordinary skill in the art would
have recognized that combining the known prior art elements would have yielded predictable

results and resulted in an improved method.

46. Regarding claim 16, Paypal discloses creating at least a second-level challenge (ie. more

than one deposit amount is verified).
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47. Claim 17 is rejected under 35 U.S.C. 103(a) as being unpatentable over Paypal in view of

Batson, further in view of Weller, further in view of Bhagavatula (US PG-PUB 2001/0037451).

48.  Regarding claim 17, Paypal does not explicitly disclose setting a second-level password;
and configuring a security question by the accountholder.

49. Bhagavatula teaches setting a second-level password (ie. pin); and configuring a security
question by the accountholder (see para. [0047]).

50. It would have been obvious to one of ordinary skill in the art at the time of invention to
modify Paypal to include setting a second-level password; and configuring a security question by
the accountholder.

51. The modification would have merely been the combination of known prior art elements
according to known methods yielding predictable results. One of ordinary skill in the art would
have recognized that combining the known prior art elements would have yielded predictable

results and resulted in an improved method.



Application/Control Number: 10/690,145 Page 15
Art Unit: 3693

52. Claim 19 is rejected under 35 U.S.C. 103(a) as being unpatentable over Paypal in view of

Batson, further in view of McClung (US PG-PUB 2004/0059636).

53.  Regarding claim 19, Paypal does not explicitly disclose providing a user interface
accessible only to holders of full wallet accounts to edit account information and preferences.
54. McClung teaches providing a user interface accessible only to holders of full accounts to
edit account information and preferences (see paras. [0058]-[0059]).

55. It would have been obvious to one of ordinary skill in the art at the time of invention to
modify Paypal to include providing a user interface accessible only to holders of full wallet
accounts to edit account information and preferences.

56. The modification would have merely been the combination of known prior art elements
according to known methods yielding predictable results. One of ordinary skill in the art would
have recognized that combining the known prior art elements would have yielded predictable

results and resulted in an improved method.
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57. Claim 50 is rejected under 35 U.S.C. 103(a) as being unpatentable over Schutzer in view

of Paypal, further in view of Batson.

58. Regarding claim 50, Schutzer discloses:
e a wallet server (see col. 4, lines 25-46; ie. the merchant server);
e a wallet database (see col. 6, lines 10-38; ie. database 19);

e a subscriber database, wherein said wallet database is distinct from said subscriber
database (see col. 8, lines 1-25; ie. the database on the consumer’s pc);

¢ wherein the wallet server is in communication with the wallet and the subscriber
databases;

e a client in communication with the wallet server, wherein a wallet accountholder
requests services from the wallet server; and a computer program comprising
computer code means for providing services to the client.

59. Schutzer does not explicitly disclose providing a thin wallet account providing a first set
of services, the first set of services requiring a single authentication level; presenting a thin
wallet accountholder a one-time challenge/response mechanism; and if the thin wallet
accountholder clears the challenge, converting the thin wallet account to a full wallet account
requiring multiple authentication levels and providing a different set of services for each
authentication level.

60. Paypal teaches providing, via a computing device, a thin wallet account providing a first
set of service, the first set of service requiring a single authentication level (see pg. 5, “Spending
Limits and Verification”; The unverified paypal account is a "thin wallet” because it has a

sending limit.); presenting, via a computing device, a thin wallet accountholder a one-time

challenge/response mechanism (see pg. 5, “Spending Limits and Verification”; The verification
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of two small deposits to a bank account is the one-time challenge/response mechanism); and
converting, via a computing device, the thin wallet account to a full wallet account (see pg. 5,
“Spending Limits and Verification; The verification of two small deposits to a bank account is
the one-time challenge/response mechanism. The user’s sending limit is lifted after an account is
verified, resulting in a "full wallet”).

61. It would have been obvious to one of ordinary skill in the art at the time of invention to
modify Schutzer to include providing, via a computing device, a thin wallet account providing a
first set of service, the first set of service requiring a single authentication level; presenting, via a
computing device, a thin wallet accountholder a one-time challenge/response mechanism;; and
converting, via a computing device, the thin wallet account to a full wallet account.

62. The modification would have merely been the combination of known prior art elements
according to known methods yielding predictable results. One of ordinary skill in the art would
have recognized that combining the known prior art elements would have yielded predictable
results and resulted in an improved method.

63. Schutzer does not explicitly disclose wherein the full wallet account requires multiple
authentication levels and provides a different set of services for each authentication level.

64. Batson teaches an account requiring multiple authentication levels and providing a
different set of services for each authentication level (see abstract).

65. It would have been obvious to one of ordinary skill in the art at the time of invention to
modify Schutzer further to include wherein the full wallet account requires multiple

authentication levels and provides a different set of services for each authentication level.
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66. The modification would have merely been the application of a known technique to a
known method ready for improvement yielding predictable results. One of ordinary skill in the
art would have recognized that applying the known technique would have yielded predictable
results and resulted in an improved method. It would have been recognized that applying the
technique of Batson to the teachings of Schutzer would have yielded predictable results because
the level of ordinary skill in the art demonstrated by the references applied shows the ability to

incorporate such multiple authentication levels into similar methods (see Batson at para. [0037]).
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Conclusion

Any inquiry concerning this communication or earlier communications from the
examiner should be directed to ERIC T. WONG whose telephone number is (571)270-3405.
The examiner can normally be reached on Monday-Friday 9:00AM-5:00PM.

If attempts to reach the examiner by telephone are unsuccessful, the examiner’s
supervisor, James A. Kramer can be reached on 571-272-6783. The fax phone number for the
organization where this application or proceeding is assigned is 571-273-8300.

Information regarding the status of an application may be obtained from the Patent
Application Information Retrieval (PAIR) system. Status information for published applications
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished
applications is available through Private PAIR only. For more information about the PAIR
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR
system, contact the Electronic Business Center (EBC) at §66-217-9197 (toll-free). If you would
like assistance from a USPTO Customer Service Representative or access to the automated

information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000.

/ERIC T. WONG/ ERIC T. WONG
Examiner, Art Unit 3693 Examiner
Art Unit 3693

January 17, 2011
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